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DETAILED ACTION 



Response to Arguments 

1 . Applicant's arguments filed 06/23/2010 have been fully considered but they are 
not persuasive. 



On page 13 Applicant argues that Marshall which states "a computer program 
embodied on a computer readable medium for embedding security features 
within bar code. However, these lines doe not state that the computer program is 
embedded in a document they only state that the security codes are embedded 
in a bar code" 



With respect to Applicant's argument a computer program embodied on a 
computer readable medium for embedding security features within bar code. 
However, these lines doe not state that the computer program is embedded in a 
document they only state that the security codes are embedded in a bar code", 
Examiner respectfully requests explanation of the "embedded program" as stated 
in the claimed subject matter. 



Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1,9, 17, 26-27 are rejected under 35 U.S.C. 1 1 2, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In claim 1 , "an embedded program of instructions at least partly based on user 
defined input information embedded in the electronic document data, linked to 
the user data input field, the embedded program being distributed in the copies of 
the electronic document data, the embedded program of instructions comprising: 
instructions to cause a processor to receive the user defined string of characters 
from the user data input field, instructions to control processing by the processor 
of the user defined string, instructions to derive from the characters in the user 
defined string, the instructions of the embedded program using the derived 
codewords to generate commands to print geometrical elements of a bar code, 
the geometrical elements representing each codeword as a respective 
configuration of printed geometrical elements and their background in a 
respective area of the bar code." It is not clear (1 ) if the embedded program is the 
barcode itself that is which gets distributed in the copies of the electronic 
document data? (2) or if the embedded program is a control program that 
controls processing to derive instructions to generate commands to print 
geometrical elements of a barcode? Clarification is respectfully requested. Same 
clarification is request for independent claims 9, 17, 26-27. 



Application/Control Number: 10/627,348 Page 4 

Art Unit: 2625 

4. Claim 2-6 and 8 recite the limitation "the embedded instruction". There is 
insufficient antecedent basis for this limitation in the claim. 



Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

6. Claims 1,9,17, 26-27 are also rejected under 35 U.S.C. 1 01 because the 
claimed invention is directed to non-statutory subject matter. Claims 1,9, 17, 26-27 
covers both statutory and non- statutory embodiments (under the broadest reasonable 
interpretation of the claim when read in light of the specification and in view of one 
skilled in the art) and embraces subject matter that is not eligible for patent protection 
and therefore is directed to non- statutory subject matter. Specifically, " paragraph 
[0068] Furthermore, although an embodiment of the invention has been described using 
network 12 between document server 10 and document processor 14 to transport the 
electronic document data as an internet message signal, it will be clear that other 
means of transport may be used, for example by providing the electronic document data 
on a disk, such as a floppy disk or an optical disk such as a CDROM.., and as a result, 
the claim is drawn to such a recording medium that covers both transitory and non- 
transitory embodiments. Thus, the claims are not eligible subject matter. It is 
recommended to amend and narrow the claims to cover only statutory embodiments to 
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avoid a rejection under 35 U.S.C. § 101 by adding the limitation "non-transitory" to the 
claims. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1-8 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Xu et al. (US 2004/0065739 A1 ) and Wu et al. (US 2004/01 2851 3 A1 ), and further 
in view of Marshall (US Patent Number 7,025,269 B2). 

(1) regarding claim 1: 

Xu et al. discloses a method and processor for obtaining printed instances of a 
document comprising: 

Including a definition of a user data input field in the electronic document data 
(paragraph 23, lines 1-2, paragraph 30, lines 1-8), for receiving a user defined string 
of characters entered in said field (page 3, paragraph 29 "key cryptography" which 
is considered as a field users could enter data to have it encrypted, page 2, 
paragraph 18 "overwrite individual data elements"); 
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Xu et al. discloses all of the subject mater as described above except for the 
method of distributing copies of electronic document data to a document processors 
and the electronic document data containing instructions for printing each instance from 
a respective one of the document processors. 

However, Wu et al. teaches method of distributing copies of electronic document 
data to a document processors and the electronic document data containing instructions 
for printing each instance from a respective one of the document processors 
(paragraph 22, lines 7-8, paragraph 11, lines 1-3 teaches that electronic document 
could be sent out (distributed) by a document processor via the Internet to be 
modified and printed. And in paragraph 25, lines 1-7 not that In order to have an 
electronic document printed, the printer driver is invoked. Data contained in the 
document are first converted to printer command that is retrieved from the printer 
control firmware). 

One skilled in the art would have clearly recognized an electronic document or 
computer file that needs to be distributed or passed before it gets printed or processed 
by a document processor. Another method was related to the secured printing of the 
electronic document and tracking of the distribution path of the document after printing 
(paragraph 7, lines 5-8). Having said that, the method and processes used by Xu et al. 
increases the use for distributing of an electronic document to encode any information 
as a barcode code and to have it printed. Thus, the electronic form could be an on line 
e-application (paragraph 30, lines 4-8). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to include the barcode code 
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when loading an electronic form as taught by Wu et al. and having it to print the 
decoded elements of a barcode that is stated in entered as described in the method of 
Xu et al. to provide more efficiency when printing a decoded barcode. 

Xu et al. and Wu et al. disclose all of the subject matter as described as above 
except for specifically teaching including an embedded program of instructions 
embedded in the electronic document data, linked to the user data input filed, the 
embedded program being distributed in the copies of the electronic document, the 
embedded program of instructions comprising: instructions to cause a processor to 
receive the user defined string of characters from the user data input field, Instructions 
to control processing by the processor of the user defined string, instructions to derive 
codewords from the characters in the user defined string, the instructions of the 
embedded program using the derived codewords to generate commands to print 
geometrical elements of a bar code, the geometrical elements representing each 
codeword as a respective configuration of printed geometrical elements and their 
background in a respective area of the barcode. 

However, Marshall discloses including an embedded program of instructions 
embedded in the electronic document data (column 2, lines 11-13; note that a 
program embedding a security features within barcodes is disclosed; column 5, 
lines 6-12; note that user has inputs/encodes instruction as desired with in the 
barcode), linked to the user data input filed, the embedded program being distributed in 
the copies of the electronic document, the embedded program of instructions 
comprising: instructions to cause a processor to receive the user defined string of 
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characters from the user data input field, Instructions to control processing by the 
processor of the user defined string, instructions to derive codewords from the 
characters in the user defined string (column 2, lines 11-17; note that the embedded 
program generates source code segments configured to receive a string of 
alphanumeric data and generate printable data), the instructions of the embedded 
program using the derived codewords to generate commands to print geometrical 
elements of a bar code (column 4, lines 49-52; note that per receiving the string of 
alphanumeric data, numerous patterns, sizes and shapes for embedded features 
can be programmed as described), the geometrical elements representing each 
codeword as a respective configuration of printed geometrical elements and their 
background in a respective area of the bar code (column 4, lines 52-55; note that the 
various patterns of barcodes including the source code or the embedded feature 
can be printed in the respective area of the barcode). 

Xu et al. and Wu et al. and Marshall are combinable because they are from the 
same field of endeavor i.e. printing of a barcode. At the time of the invention, it would 
have been obvious to a person of ordinary skilled in the art to including an embedded 
program of instructions embedded in the electronic document data, linked to the user 
data input filed, the embedded program being distributed in the copies of the electronic 
document, the embedded program of instructions comprising: instructions to cause a 
processor to receive the user defined string of characters from the user data input field, 
Instructions to control processing by the processor of the user defined string, 
instructions to derive codewords from the characters in the user defined string, the 
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instructions of the embedded program using the derived codewords to generate 
commands to print geometrical elements of a bar code, the geometrical elements 
representing each codeword as a respective configuration of printed geometrical 
elements and their background in a respective area of the bar code. The 
suggestion/motivation for doing so would have been in order to utilize a reliable and 
secure data embedded in a barcode (column 1 , lines 44-54). Therefore, it would have 
been obvious to combine Xu et al., Wu et al. with Marshall to obtain the invention as 
specified in claim 1 . 

(2) regarding claim 2: 

Xu et al. further discloses, wherein the embedded instructions (4 figure 1, 
paragraph 25, lines 10-19) is arranged to make at least one of the configurations 
dependent on a further factor other than the codeword represented by the configuration 
that will be decoded upon decoding the barcode (7 figure 1, paragraph 24, lines 5-11, 
paragraph 25, lines 10-21; note that the barcode, hereafter referred to as an 
enhanced visually significant barcode (EVSBC), can be encoded with a black and 
white graphic embedded into a gray/white background (using a gray color for bit 
1 and white for bit 0, for example). 

(3) regarding claim 3: 

Xu et al. further discloses, wherein the embedded instructions makes the 
configurations dependent on the specific area in which the codeword is represented, so 
that mutually different configurations (2, 3 figure 1, paragraph 21, lines 1-9) will result 
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from representing a specific codeword dependent on whether the specific codeword is 
represented in one region or another (paragraph 24, lines 5-11, paragraph 25, lines 
10-21; note that the encoding process may also add synchronization marks (e.g., 
the markers 5 shown in FIG. 1) to the embedded graphic. The synchronization 
marks are then used in the decoding process). 

(4) regarding claim 4: 

Xu et al. further discloses, wherein the embedded instructions is arranged to 
control printing of the barcode as a two dimensional barcode (paragraph 6, lines 2-7 
"placed on an item" - similar to printing), at least part of the areas having mutually 
different shapes (paragraph 8, lines 3-9) the embedded program adapting the 
commands to print the elements of the configuration that is used to represent a 
codeword according to the shape of the area in which the codeword is represented (35 
figure 2, paragraph 34, lines 1-7; note that the encoder encodes the identified 
features, and other information, to generate the EVSBC. The EVSBC is then 
provided to a merge module that affixes the EVSBC to the transaction document. 
The EVSBC can then be provided with the transaction document as an electronic 
file, or may be sent to a printer). 

(5) regarding claim 5: 

Xu et al. further discloses, wherein the embedded instructions is arranged to 
include additional information in the areas, the additional information being independent 
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of the codewords represented in the areas, (could be a signature in an electronic 
form, paragraph 33, lines 16-21, Xu explains that the barcode could be decoded 
with an additional information independent of the initial information that had been 
stated) the additional information being included by adding geometrical elements, 
removing geometrical elements an/or modifying visual properties of part of the 
geometrical elements that represent at least one of the codewords (paragraph 33, 
lines 21-32), not affecting a decoded result when the barcode is decoded after 
scanning (42 figure 2, paragraph 35, lines 3-11, paragraph 36, lines 1-5). 

(6) regarding claim 6: 

Xu et al. further discloses, wherein the embedded instructions is arranged to print 
additional geometrical elements that extend from within a region that is defined by all 
geometrical elements (101 figure 3A, graphic figure could have geometrical 
elements, paragraph 37, lines 6-8) that will be used to decode the barcode in the 
printed document, to outside said region among further printed items of the documents, 
so that the additional geometrical elements do not affect a decoded result when the 
barcode is scanned and decoded (paragraph 37, lines 1-12; note that a two 
dimensional barcode (e.g., the EVSBC) 100 with an overlaid graphic. Data 
comprising the EVSBC may be contained in a database. A barcode reader and 
decoder is used to scan and decode information contained within the barcode 
and the graphic. In FIG. 3A, the graphic, which, for example, may be a signature, 
is imposed over the barcode). 



Application/Control Number: 10/627,348 



Art Unit: 2625 



Page 12 



(7) regarding claim 7: 

Xu et al. further discloses, wherein the geometrical elements each have a 
property that does not affect the decoded data (paragraph 27, lines 1-5) the embedded 
instructions being arranged to set said property in different ones of geometrical 
elements in at least one area that represents a codeword differently during printing 
(paragraph 54, lines 1-3, paragraph 55, line 3-4; note that the encoder overlays the 
graphic on to the barcode. In block, the encoder places the barcode stamp (the 
EVSBC 100) on the document of interest). 

(8) regarding claim 8: 

Xu et al. further discloses, wherein the embedded instructions is arranged to 
select a color and/or grey level density of different geometrical elements differently 
(paragraph 25, lines 1-10, paragraph 27, lines 1-7), as a predetermine function of 
position in an area where the barcode is printed (paragraph 51, lines 2-10 " there is 
no specific limitation for the printing the barcode; however the barcode could be 
printable"). 

(10) regarding claim 26: 

Marshall discloses providing software building blocks for building a program of 
instructions embedded in the electronic document, (column 2, lines 11-13; note that a 
program embedding a security features within barcodes is disclosed, column 5, 
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lines 6-12; note that user has inputs/encodes instruction as desired with in the 
barcode), the embedded instructions being configured to cause a processor to receive 
and process the string of characters from said field to transform the characters into 
commands to print geometrical elements of a barcode, so that the generated barcode is 
decodable according to a predetermined standard (column 2, lines 11-17; note that 
the embedded program generates source code segments configured to receive a 
string of alphanumeric data and generate printable data), assembling the building 
blocks into the electronic document during authoring of the document, while adapting 
the embedded program of instructions to make a visual aspect of the barcodes 
generated under control of the embedded instructions specific to the document and/or 
the field, without affecting a result of decoding the barcode (column 1, lines 58-61; 
note that authentication feature of a barcode is provided. Also, in column 4, lines 
52-55; note that the various patterns of barcodes including the source code or the 
embedded feature can be printed in the respective area of the barcode). 

Marshall disclose all of the subject matter as described as above except for 
specifically teaching a method of authoring an electronic document, including a 
definition of a field for entering a string of characters in the document. 

However, Xu et al. disclosed a method of authoring an electronic document, 
including a definition of a field for entering a string of characters in the document (3A 
figure 1, paragraph 30, lines 1-8, claim 2, line 3). 

Marshall and Xu et al. are combinable because they are from the same field of 
endeavor i.e. printing of a barcode. At the time of the invention, it would have been 
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obvious to a person of ordinary skilled in the art to have a method of authoring an 
electronic document, including a definition of a field for entering a string of characters in 
the document. The suggestion/motivation for doing so would have been in order to 
enhance visually significant barcode with an item (paragraph [0007], lines 1-3). 
Therefore, it would have been obvious to combine Xu et al. with Marshall to obtain the 
invention as specified in claim 26. 

Xu et al. and Marshall disclosed all of the subject mater as described above 
except for distributing copies of the electronic document with the embedded program of 
instructions for receiving and processing the string of characters under control of the 
embedded program after distribution. 

However, Wu et al. distributing copies of the electronic document with the 
embedded program of instructions for receiving and processing the string of characters 
under control of the embedded program after distribution (paragraph 22, lines 7-8, 
paragraph 11, lines 1-3 teaches that electronic document could be sent out 
(distributed) by a document processor via the Internet to be modified and printed. 
And in paragraph 25, lines 1-7 not that In order to have an electronic document 
printed, the printer driver is invoked. Data contained in the document are first 
converted to printer command that is retrieved from the printer control firmware). 

One skilled in the art would have clearly recognized an electronic document or 
computer file that needs to be distributed or passed before it gets printed or processed 
by a document processor. Another method was related to the secured printing of the 
electronic document and tracking of the distribution path of the document after printing 
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(paragraph 7, lines 5-8). Having said that, the method and processes used by Xu et al. 
increases the use for distributing of an electronic document to encode any information 
as a barcode code and to have it printed. Thus, the electronic form could be an on line 
e-application (paragraph 30, lines 4-8). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to include the barcode code 
when loading an electronic form as taught by Wu et al. and having it to print the 
decoded elements of a barcode that is stated in entered as described in the method of 
Xu et al. to provide more efficiency when printing a decoded barcode. 

9. Claims 17-25 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Xu et al. (US 2004/0065739 A1 ) in view of Marshall (US Patent Number 7,025,269 
B2). 

(1) regarding claim 17: 

Xu et al. further discloses, an electronic form stored on a computer that contains 
a definition of a user data entry field (paragraph 23, lines 1-2, paragraph 30, lines 1- 
8). 

Xu et al. disclose all of the subject matter as described as above except for 
specifically teaching receiving a string of input characters from a user and an embedded 
program of instructions embedded in the electronic form and linked to the user data 
input filed, wherein instructions of the embedded program are configured to cause a 
processor to derive a series of codewords from the characters in the string and 
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generate commands to print geometrical elements of a barcode, dependent on the 
codewords, representing, each codeword as a configuration of printed geometrical 
elements and their background in a respective area of the barcode. 

However, Marshall discloses receiving a string of input characters from a user 
and an embedded program of instructions embedded in the electronic form (column 2, 
lines 11-13; note that a program embedding a security features within barcodes is 
disclosed, column 5, lines 6-12; note that user has inputs/encodes instruction as 
desired with in the barcode), linked to the user data input filed, wherein instructions of 
the embedded program are configured to cause a processor to derive a series of 
codewords from the characters in the string and generate commands to print 
geometrical elements of a barcode (column 2, lines 11-17; note that the embedded 
program generates source code segments configured to receive a string of 
alphanumeric data and generate printable data), dependent on the codewords, 
representing, each codeword as a configuration of printed geometrical elements and 
their background in a respective area of the barcode (column 4, lines 49-52; note that 
per receiving the string of alphanumeric data, numerous patterns, sizes and 
shapes for embedded features can be programmed as described. Also, in lines 
52-55; note that the various patterns of barcodes including the source code or the 
embedded feature can be printed in the respective area of the barcode). 

Xu et al. and Marshall are combinable because they are from the same field of 
endeavor i.e. printing of a barcode. At the time of the invention, it would have been 
obvious to a person of ordinary skilled in the art to receive a string of input characters 
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from a user and an embedded program of instructions embedded in the electronic form 
and linked to the user data input filed, wherein instructions of the embedded program 
are configured to cause a processor to derive a series of codewords from the characters 
in the string and generate commands to print geometrical elements of a barcode, 
dependent on the codewords, representing, each codeword as a configuration of printed 
geometrical elements and their background in a respective area of the barcode. The 
suggestion/motivation for doing so would have been in order to utilize a reliable and 
secure data embedded in a barcode (column 1 , lines 44-54). Therefore, it would have 
been obvious to combine Xu et al. with Marshall to obtain the invention as specified in 
claim 17. 

(2) regarding claim 18: 

Xu et al. further discloses, an electronic form according to claim 17, wherein the 
embedded (4 figure 1, paragraph 25, lines 10-19) program is arranged to make at 
least one of the configurations dependent on a further factor other than the codeword 
represented by the configuration that will be decoded upon decoding the barcode (7 
figure 1, paragraph 24, lines 5-11). 

(3) regarding claim 19: 

Xu et al. further discloses, an electronic form according to claim 17, wherein the 
embedded instructions makes the configurations dependent on the specific area in 
which the codeword is represented, so that mutually different configurations (2, 3 figure 
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1, paragraph 21, lines 1-9) will result from representing a specific codeword dependent 
on whether the specific codeword is represented in one region or another (paragraph 
24, lines 5-11, paragraph 25, lines 10-21). 

(4) regarding claim 20: 

Xu et al. further discloses, an electronic form as claimed in claim 19, wherein the 
embedded instructions is arranged to control printing of the barcode as a two 
dimensional barcode (paragraph 6, lines 2-7 "placed on an item" - similar to 
printing), at least part of the areas having mutually different shapes (paragraph 8, 
lines 3-9), the embedded instructions adapting the commands to print the elements of 
the configuration that is used to represent a codeword according to the shape of the 
area in which the codeword is represented (35 figure 2, paragraph 34, lines 1-7). 

(5) regarding claim 21: 

Xu et al. further discloses, an electronic form as claimed in claim 19, wherein the 
embedded instructions are arranged to include additional information in the areas 
(could be a signature in an electronic form, paragraph 33, lines 16-21, Xu explains 
that the barcode could be decoded with an additional information independent of 
the initial information that had been stated), the additional information being 
independent of the codewords that are represented in the areas, the additional 
information being included by adding geometrical elements, removing geometrical 
elements and/or modifying visual properties of part of the geometrical elements that 
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represent at least one of the codewords (paragraph 33, lines 21-32), dependent on the 
area in which the codeword is represented in a way that does not affect a decoded 
result when the barcode is scanned and decoded (paragraph 37, lines 1-12). 

(6) regarding claim 22: 

Xu et al. further discloses, an electronic form as claimed in claim 21 , wherein the 
embedded instructions are arranged to print additional geometrical elements that extend 
from within a region that is defined by all geometrical elements (101 figure 3A, graphic 
figure could have geometrical elements, paragraph 37, lines 6-8) that will be used 
to decode the barcode in the printed document, to outside said region among further 
printed items of the documents, so that the additional geometrical elements do not 
affect a decoded result when the barcode is scanned and decoded (paragraph 37, 
lines 1-12). 

(7) regarding claim 23: 

Xu et al. further discloses, an electronic form as claimed in claim 21 , wherein the 
geometrical elements each have a property that does not affect the decoded data 
(paragraph 27, lines 1-5) the embedded instructions being arranged to set said 
property in different ones of geometrical elements in at least one area that represents a 
codeword differently during printing (paragraph 54, lines 1-3, paragraph 55, line 3-4). 



(8) regarding claim 24: 
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Xu et al. further discloses, an electronic form as claimed in claim 23, wherein the 
embedded instructions are arranged to select a color and/or grey level density of 
different geometrical elements differently (paragraph 25, lines 1-10, paragraph 27, 
lines 1-7), as a predetermined function of position in an area where the barcode is 
printed (paragraph 51, lines 2-10 "there is no specific limitation for the printing the 
barcode; however the barcode could be printable "). 

(9) regarding claim 25: 

Xu et al. further discloses, a machine readable medium, comprising an electronic 
from stored on a computer (paragraph 33, lines 5-13) according to claim 17. 

(10) regarding claim 27: 

Marshall discloses an embedded program of instructions embedded in the 
electronic document and linked to the field, wherein the embedded program of 
instructions is configured to cause a processor to receive (column 2, lines 11-13; note 
that a program embedding a security features within barcodes is disclosed, 
column 5, lines 6-12; note that user has inputs/encodes instruction as desired 
with in the barcode), process the string of characters and to generate commands to 
print geometrical elements of a bar code, the machine comprising software building 
blocks for building the embedded program so that the generated bar code is decodable 
according to a predetermined standard (column 2, lines 11-17; note that the 
embedded program generates source code segments configured to receive a 
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string of alphanumeric data and generate printable data), and an editor for 
assembling the building blocks when the document is authored, the editor proving for 
adaptation of (column 1, lines 58-61 ; note that authentication feature of a barcode 
is provided), the embedded instruction to make a visual aspect of the barcodes 
generated under control of the embedded instructions specific to the document and/or 
the field, without affecting a result of decoding the barcode (column 4, lines 52-55; 
note that the various patterns of barcodes including the source code or the 
embedded feature can be printed in the respective area of the barcode). 

Marshall disclose all of the subject matter as described as above except for 
specifically teaching a document authoring machine, for generating an electronic 
document that includes a field for entering a string of characters. 

However, Xu et al. disclosed a document authoring machine, for generating an 
electronic document that includes a field for entering a string of characters (3A figure 1, 
paragraph 30, lines 1-8, claim 2, line 3). 

Marshall and Xu et al. are combinable because they are from the same field of 
endeavor i.e. printing of a barcode. At the time of the invention, it would have been 
obvious to a person of ordinary skilled in the art to have a document authoring machine, 
for generating an electronic document that includes a field for entering a string of 
characters. The suggestion/motivation fordoing so would have been in order to 
enhance visually significant barcode with an item (paragraph [0007], lines 1-3). 
Therefore, it would have been obvious to combine Xu et al. with Marshall to obtain the 
invention as specified in claim 27. 
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10. Claims 9-16 rejected under 35 U.S.C. 103(a) as being unpatentable over Xu et 
al. (US 2004/0065739 A1) and Marshall (US Patent Number 7,025,269 B2) further in 
view of Koakutsu et al. (US Patent Number 6,906,812 B2). 

(1) regarding claim 9: 

Xu et al. discloses a method for processing an electronic document processor 
comprising: . 

a user data input device and a connection for a printer, the electronic document 
processor having a loaded electronic form that contains a definition of a user data entry 
field for receiving a string of input characters from a user (paragraph 33, lines 5-13), 

Xu et al. discloses all of the subject mater as described above except for the user 
data input device and a connection for a printer. 

However, Koakutsu et al. shows the connection between user data input device 
(90 figure 1 , column 6, lines 51 -52, column 7, lines 44-48) and a printer (1 figure 1 , 
column 6, lines 51 -52, column 7, lines 44-48). A barcode or similar symbol can be 
printed accurately with in a specified printing area by a printer. For printing such 
symbols, the printer has a symbol image generator for converting display data to a 
symbol and has hardware or software for reporting the size of the converted symbol to a 
host device. The host sends specific commands and text data for representation in the 
printed symbol to the printer for printing (abstract). 
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Once skilled in the art would have clearly recognized that a user data input 
device and connectivity to a printer are the very essential elements to have an 
electronic document data printed. The host device or an application running on the host 
device only needs to send the information to be displayed to the printer (column 3, lines 
13-15). Therefore, it would have been obvious to one of the ordinary skill in the art at 
the time of the invention to have a host device or data input device and connectivity to a 
printer to as taught by Koakutsu et al. in the method of Xu et al. in order to efficiently 
print and process any document. 

Xu et al. and Koakutsu et al. disclose all of the subject matter as described as 
above except for specifically teaching the processor being arranged to extract and 
execute an embedded program of instructions that the processor receives embedded in 
the document, the embedded program being linked to the user data input field, 
instructions of the embedded program being configured to cause the processor or 
device a series of codewords from the string and to generate to print geometrical 
elements of a bar code dependent on the derived codewords, the instructions causing 
the processor to represent as a configuration of printed geometrical elements and their 
background in a respective area of the bar code. 

However, Marshall discloses the processor being arranged to extract and 
execute an embedded program of instructions that the processor receives embedded in 
the document (column 2, lines 11-13; note that a program embedding a security 
features within barcodes is disclosed, column 5, lines 6-12; note that user has 
inputs/encodes instruction as desired with in the barcode), the embedded program 
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being linked to the user data input field, instructions of the embedded program being 
configured to cause the processor or device a series of codewords from the string and 
to generate to print geometrical elements of a bar code dependent on the derived 
codewords (column 2, lines 11-17; note that the embedded program generates 
source code segments configured to receive a string of alphanumeric data and 
generate printable data), the instructions causing the processor to represent as a 
configuration of printed geometrical elements and their background in a respective area 
of the bar code (column 4, lines 49-52; note that per receiving the string of 
alphanumeric data, numerous patterns, sizes and shapes for embedded features 
can be programmed as described and lines 52-55; note that the various patterns 
of barcodes including the source code or the embedded feature can be printed in 
the respective area of the barcode). 

Xu et al., Koakutsu et al. and Marshall are combinable because they are from the 
same field of endeavor i.e. printing of a barcode. At the time of the invention, it would 
have been obvious to a person of ordinary skilled in the art for the processor being 
arranged to extract and execute an embedded program of instructions that the 
processor receives embedded in the document, the embedded program being linked to 
the user data input field, instructions of the embedded program being configured to 
cause the processor or device a series of codewords from the string and to generate to 
print geometrical elements of a bar code dependent on the derived codewords, the 
instructions causing the processor to represent as a configuration of printed geometrical 
elements and their background in a respective area of the bar code. The 
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suggestion/motivation for doing so would have been in order to utilize a reliable and 
secure data embedded in a barcode (column 1, lines 44-54). Therefore, it would have 
been obvious to combine Xu et al. and Koakutsu et al. with Marshall to obtain the 
invention as specified in claim 9. 

(2) regarding claim 10: 

Xu et al. further discloses, an electronic document processor as claimed in claim 
9, wherein the embedded instructions (4 figure 1, paragraph 25, lines 10-19) is 
arranged to make at least one of the configurations dependent on a further factor other 
than the codeword represented by the configuration that will be decoded upon decoding 
the barcode (7 figure 1, paragraph 24, lines 5-11, paragraph 25, lines 10-21). 

(3) regarding claim 11: 

Xu et al. further discloses, an electronic document processor as claimed in claim 
9, wherein the embedded instructions makes the configurations dependent on the 
specific area in which the codeword is represented, so that mutually different 
configurations (2, 3 figure 1, paragraph 21, lines 1-9) will result to represent a specific 
codeword dependent on whether the specific codeword is represented in one region or 
another (paragraph 24, lines 5-11, paragraph 25, lines 10-21). 



(4) regarding claim 12: 
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Xu et al. further discloses, an electronic document processor as claimed in claim 
1 1 , wherein the embedded instructions is arranged to control printing of the barcode as 
a two dimensional barcode (paragraph 6, lines 2-7 "placed on an item" - similar to 
printing), at least part of the areas having mutually different shapes, the embedded 
program adapting the commands to print the elements of the configuration that is uses 
to represent a codeword according to the shape of the area in which the codeword is 
represented (35 figure 2, paragraph 34, lines 1-7). 

(5) regarding claim 13: 

Xu et al. further discloses, an electronic document processor as claimed in claim 
1 1 , wherein the embedded instructions is arranged to include additional information in 
the areas (could be a signature in an electronic form, paragraph 33, lines 16-21, Xu 
explains that the barcode could be decoded with an additional information 
independent of the initial information that had been stated), the additional 
information being independent of the codeword represented in the areas, the additional 
information being included by adding geometrical elements, removing geometrical 
elements and/or modifying visual propertied of part of the geometrical elements that 
represent at least one of the codewords (paragraph 33, lines 21-32), dependent on the 
area in which the codeword is represented in a way that does not affect a decoded 
result when the barcode is scanned and decoded (paragraph 37, lines 1-12). 



(6) regarding claim 14: 
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Xu et al. further discloses, an electronic document processor as claimed in claim 
13, wherein the embedded instructions are arranged to print additional geometrical 
elements that extend from within a region that is defined by all geometrical elements 
(101 figure 3A, graphic figure could have geometrical elements, paragraph 37, 
lines 6-8) that will be used to decode the barcode in the printed document, to outside 
said region among further printed items of the document, so that the additional 
geometrical elements do not affect a decoded result when the barcode is scanned and 
decoded (paragraph 37, lines 1-12). 

(7) regarding claim 15: 

Xu et al. further discloses, an electronic document processor as claimed in claim 
13, wherein the geometrical elements each have a property that does not affect the 
decoded data (paragraph 27, lines 1-5), the embedded instructions being arranged to 
set said property in different ones of geometrical elements in at least one area that 
represents a codeword differently during printing (paragraph 54, lines 1-3, paragraph 
55, line 3-4). 

(8) regarding claim 16: 

Xu et al. further discloses, an electronic document processor as claimed in claim 
15, wherein the embedded instructions are arranged to select a color and/or grey level 
density of different geometrical elements differently (paragraph 25, lines 1-10, 
paragraph 27, lines 1-7), as a predetermined function of position in an area where the 



Application/Control Number: 10/627,348 Page 28 

Art Unit: 2625 

barcode is printed (paragraph 51, lines 2-10 "there is no specific limitation for the 
printing the barcode; however the barcode could be printable"). 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Zhao et al. (USPN 7,555,650) disclosed Techniques for reducing the 
computational cost of embedding information in digital representations. 

12. Any inquiry concerning this communication or earlier communication from the 
examiner should be directed to Hilina Kassa whose telephone number is (571) 270- 
1676. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore could be reached at (571) 272- 7437. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about PAIR system, see http:// pari-direct.uspto.gov . Should you have 
questions on access to the Private PAIR system, contact the Electronic Business 
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Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Hilina S Kassa/ 
Examiner, Art Unit 2625 
August 30, 2010 



/Twyler L. Haskins/ 

Supervisory Patent Examiner, Art Unit 2625 



